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REMARKS 

Applicants thank the Examiner for the very thorough consideration given the present 
application. Claims 1-7 are now present in this application. 

In view of the following amendments and remarks, Applicants respectfully request that the 
Examiner allow the currently pending claims. 

Issues Under 35 U.S.C. S 103(a) 

Claims 1-4 and 6-8 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Tsuchiya et al in view of Hosokawa et al. (EP 0257951) (hereinafter Hosokawa '951). This 
rejection is respectfiilly traversed. 

It is initially noted that the Examiner asserts that the above-mentioned claims are rejected 
"for the rationale recited in paragraph 3 of the Office Action dated on November 14, 2005" (see 
page 2 of the outstanding Office Action). The Examiner also asserts that the claims are rejected over 
"Tsuchiya et al. (U.S. 5,903,399)". However, it is submitted that the Office Action of November 14, 
2005 referred to Tsuchiya et al., U.S. Patent Application Number 2002/0034911 (emphasis 
added). Consequently, the following comments are directed to the later (hereinafter Tsuchiya '911). 

Applicants respectfully submit that the Examiner has failed to establish a prima facie case of 
obviousness. To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art reference (or references when combined) must teach or suggest all the claim 
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limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on applicant's 
disclosure. In re VaecK 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

The instant invention is directed to a process for preparing a water-absorbent resin by 
polymerizing to completion (emphasis added) an a-P unsaturated carboxylic acid monomer to 
produce a polymerized (emphasis added) water-containing gelated product, adding a metal 
chelating agent, adding a reducing agent or an oxidizing agent to the previously polymerized 
(emphasis added) water-containing gelated product, and drying the gelated product. Applicants have 
discovered that the novel process of the instant invention results in significant improvements in the 
discoloration resistance of the water-absorbent resin. 

Tsuchiya '91 1 discloses a water absorbent resin made from an unsaturated carboxylic acid 
monomer. In stark contrast to the instant invention, Tsuchiya '911 only (emphasis added) uses a 
reducing or oxidizing agent to polymerize (emphasis added) the monomer. Clearly, Tsuchiya '911 
does not disclose, teach or suggest the addition of a reducing or oxidizing agent to an already 
polymerized (emphasis added) water-containing gelated product. As a matter of fact, Tsuchiya '911 
merely discloses a method for preparing the unsaturated carboxylic acid monomer which Applicants 
utilize at the beginning of their inventive process. Furthermore, Tsuchiya '911 fails to disclose or 
suggest a step of adding a metal chelating agent during the preparation of the water-absorbent resin. 

Hosokawa '951 fails to cure the deficiencies of Tsuchiya '911. Hosokawa '951 discloses a 
disposable diaper having an absorbent polymer comprising an absorbent resin and a metal chelating 
agent. Hosokawa '951 fails to disclose a step of adding a reducing or oxidizing agent to a 
polymerized monomer. 
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Clearly, as discussed above, neither Tsuchiya *911 nor Hosokawa '951, alone or in 
combination, teach or suggest every limitation of the instant invention. Accordingly, none of these 
references renders the instant invention unpatentable. 

Furthermore, assuming arguendo that Hosokawa '951 cured the deficiencies of Tsuchiya 
'911 (a point which Applicants do not concede), it is noted that references cannot be arbitrarily 
combined. There must be some reason why one of ordinary skill in the art would be motivated to 
make the proposed combination of the primary and secondary references. In re Nomiya, 1 84 USPQ 
607 (CCPA 1975). One skilled in the art would not have been motivated to combine these 
references or to modify Tsuchiya '91 1 by utilizing a metal chelating agent, absent hindsight gleaned 
from Applicants' disclosure. 

Because the instant invention, as set forth in Applicants* claims, is not disclosed or made 
obvious by the cited prior art, reconsideration and withdrawal of this rejection are respectfully 
requested. 

Issues Under 35 U.S.C. S 102(e) or. in the alternative. 35 US.C. S103(a) 

Claim 5 stands rejected under 35 U.S.C. § 102(e) as being anticipated by, or in the 
alternative, as being unpatentable as obvious over Tsuchiya '911. This rejection is respectfully 
traversed. 

It is initially noted that claim 5 is a dependent (emphasis added) claim. Dependent claims 
refer back and further limit another claim (37 CFR 1.75(c)). Thus, it follows that dependent claims 
incorporate all the limitations (emphasis added) of the claim they limit. Claim 5 depends on claim 
1 and, therefore, incorporates every single limitation thereof. Consequently, Applicants respectfully 
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submit that claim 5 can not be anticipated by Tsuchiya '91 1 under 35 U.S.C. § 102(b) because claim 
1, which it further limits, is not anticipated by said reference (as acknowledged by the Examiner in 
the outstanding and previous Office Actions). Reconsideration and withdrawal of this rejection is 
respectfully requested. 

Furthermore, as previously discussed, Tsuchiya '91 1 does not disclose, teach or suggest the 
addition of a reducing or oxidizing agent to an already polymerized (emphasis added) water- 
containing gelated product, nor does it suggest the addition of a metal chelating agent. Furthermore, 
as acknowledged by the Examiner, Tsuchiya '911 fails to teach or suggest that the water-absorbent 
resin is allowed to stand at SO'^C and 90% relative humidity for 20 days, resulting in a Yellow Index 
of 12 or less. 

The Examiner contends that "in view of the substantially identical monomer, reducing and 
oxidizing agents, metal chelating agent, process producing such products being used by both 
Tsuchiya and the applicant, it is the examiner position (sic) to believe that the product.... of 
Tsuchiya is substantially the same as the water-absorbent resin recited in claims 1, 5 and 8...". 
Applicants respectfully disagree. 

The Examiner had previously acknowledged that Tsuchiya '911 fails to disclose or suggest 
(emphasis added) the addition of a metal chelating agent (see Office Action dated November 14, 
2005 at page 5, lines 18-21). Therefore, it is absolutely impossible that Tsuchiya '911 discloses a 
"substantially identical" metal chelating agent, as the Examiner contends, because Tsuchiya '911 
does not disclose metal chelating agents at all. 

Furthermore, as previously discussed, Tsuchiya '911 only (emphasis added) uses a reducing 
or oxidizing agent to polymerize (emphasis added) the monomer. Tsuchiya '911 merely discloses a 
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method for preparing the unsaturated carboxylic acid monomer with which Applicants start off their 
inventive process. 

Applicants respectfully submit that because Tsuchiya '911 fails to explicitly or impliedly 
disclose each and every limitation of claim 5, it follows that this reference can not anticipate the 
same. Furthermore, because one of ordinary skill in the art would not be motivated to modify the 
teachings of Tsuchiya '911 by adding a reducing or oxidizing agent to a polymerized monomer, 
adding a metal chelating agent or allowing the water-absorbent resin to stand at 50°C and 90% 
relative humidity for 20 days, resulting in a Yellow Index of 12 or less, Tsuchiya '911 also fails to 
render claim 5 obvious. 

Because the instant invention, as set forth in claim 5, is not disclosed by the cited prior art, 
reconsideration and withdrawal of this rejection are respectfully requested. 

Conclusion 

All of the stated grounds of rejection have been properly traversed, accommodated, or 
rendered moot. Applicants therefore respectfully request that the Examiner reconsider all presently 
outstanding rejections and objections and that they be withdrawn. It is believed that a full and 
complete response has been made to the outstanding Office Action and, as such, the present 
application is in condition for allowance. 

Should there be any outstanding matters that need to be resolved in the present 

application, the Examiner is respectfully requested to contact Gerald M. Murphy, Jr., Reg. No. 

28,977 at the telephone number of the undersigned below, to conduct an interview in an effort to 

expedite prosecution in connection with the present application. 
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If necessary, the Commissioner is hereby authorized in this, concurrent, and future replies 
to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37.C.F.R. §§1.16 or 1.14; particularly, extension of time fees. 

Dated: NOV 1 6 2006 Respectfully^mitted, 

By. 

^^^Germd^. Murphy, Jr. 

'^Registration No.: 28,977 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 
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